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REMARKS 

Claims 1-15 are all the claims pending in the application. 

Claims 1, 2, 8 and 14 have been amended to recite that the R\ group does not have an 
alkyl substituent. Support for this amendment can be found in the paragraph bridging pages 13- 
14. Claims 1, 2, 8, and 14 have also been amended to recite that the R2 group is an alkyl group. 
Support for this amendment can be found on page 14, lines 6-7 and in the Examples in 
Applicants' specification. In all the compounds used in the working Examples of the present 
invention, both R2 and Y are alkyl groups. 

Claims 1 and 14 have been rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by Crivello, U.S. Patent No. 6,031,014. 

Crivello discloses a general formula at column 3, lines 1-19. The Examiner asserts that 
the compound in column 7, lines 28-34, an example of the general formula disclosed in Crivello, 
anticipates Applicants' formula (I) when the R substituent in the general formula is an alkyl 
group, instead of an aryl group, as depicted in the example in column 7, lines 28-34. 

Applicants have amended claims 1 and 14 so that the R2 substituent in formula (I) is an 
alkyl group. Applicants submit that the presently claimed formula (I) comprises two 
substituents, R2 and Y, each of which are alkyl groups. Applicants submit that Crivello' s general 
formula has only one substituent in the corresponding position, Ri, which can be an alkyl group. 
Therefore, Applicants submit that Crivello does not disclose or suggest the compounds of 
Applicants' formula (I). Accordingly, Applicants respectfully request that the Examiner 
reconsider and withdraw the rejection over Crivello. 
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Claims 1, 2, 4, 5, 7, 8, 10-12, 14 and 15 have been rejected under 35 U.S.C. § 102(a) as 
allegedly being anticipated by Kodama et al., EP 1,260,864 ("Kodama"). 

Kodama discloses a general formula (I) (page 40). The Examiner asserts that Kodama' s 
formula (I) anticipates Applicants' claimed formula (I) when R 6 and R 7 are alkyl groups and Y 3 
is an alkylene group. 

Applicants have amended claims 1, 2, 8 and 14 to recite that Ri is a substituted or 
unsubstituted alkyl group provided that when Ri represents a substituted group, the substituent is 
not an aryl group. In the paragraph bridging pages 13 and 14 of Applicants' specification, 
Applicants disclose that Ri may or may not have substituents and list examples of various 
substituents including an aryl group. Applicants submit that excluding an aryl group as a 
substituent on Ri is fully supported by the specification as filed. Applicants are simply claiming 
less than the full scope of the disclosure, a perfectly legitimate procedure since it is for an 
inventor to decide what bounds of protection he will seek. See In re Johnson, 558 F.2d 1008, 
194U.S.P.Q. 187 (C.C.P.A. 1977). 


equate to Applicants' Ri. In Applicants' formula (I), Ri is an alkyl group that may have a 
substituent but the substituent is not an aryl group. Therefore, Kodama does not disclose or 
suggest Applicants' claimed invention. Accordingly, Applicants respectfully request that the 
Examiner reconsider and withdraw the rejection over Kodama. 



In Kodama, general formula (I) has the group 


at the position that would 
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Claim 11 has been rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over Crivello, U.S. Patent No. 6,031,014, in view of Schell et al., U.S. Patent No. 6,326,131 
("Schell"). 

As stated above, Crivello does not disclose or suggest the compounds of Applicants' 
formula (I) as in Applicants' independent claims 1, 2, 8, 9 and 14. Therefore, the presently 
claimed invention and specifically claim 11, based on its dependency, would not be obvious over 
Crivello in view of Schell. Accordingly, Applicants respectfully request that the Examiner 
reconsider and withdraw the rejection. 

Claims 6 and 13 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Kodama et al., EP 1,260,864. 

As stated above, Kodama does not disclose or suggest the compounds of Applicants' 
formula (I) in independent claims 1, 2, 8, 9 and 14. Therefore, the presently claimed invention 
and specifically claims 6 and 13, based on their dependency on claims 1 and 2, would not be 
obvious in view of Kodama. Accordingly, Applicants respectfully request that the Examiner 
reconsider and withdraw the rejection over Kodama. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 


SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 



Jennifer R. Leach 
Registration No. 54,257 


Date: September 1, 2004 
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